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REMARKS 

Status of the Claims 

Pending claims 

Claiins t-8 as filed are pending. 
The Restriction Requirement 

The Patent Office has alleged that the pending claims of the application are 
directed to four separate and distinct inventions under 35 U.S.C. §121 : 

The instant application has been restricted to one of the following inventions 
under 35 U.S.C. §121: 

Group I: Claims 1 -5, drawn to a computer readable medium having stored 
thereon a nucleotide sequence (SEQ ID NO: 1 ); 

Group H: Claim 1-5, drawn to a computer readable medium having stored 
thereon an amino acid sequence (SEQ ID NO:2); 

/oT.^ x^l?,?' ^ * TDxtilioA for comparing a first sequence 

ID N0:1) to a reference; and 

/o^^ ^' 6-8, drawn to a method for comparing a first sequence 

(SEQ ID NO:2) to a reference. 

The Election 

In response to the Restriction Requirement, AppUcants elect Group I, claims 1 -5, 
drawn to a computer readable medium having stored thareon a nucleotide sequence (SEQ ID 
NO:l), with traverse. 

ReasoTis to reconsider and withdraw restriction requirement 

AppUcants wish to preserve their rights under 37 C.F.R. §1.144 by distincUy and 
specifically pointing out entors in ttie restriction requirement. 

AppUcants respectftdly request the Patent Office reconsider and withdraw the 
restriction requirement for ttie following reasons: 
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With respect to the inventions of Groups I and H, the Patent Office aUeges that the 
inventions are distinct because they are tuirelated. IT^e Patent Office states that inventions are 
considered unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, differeiit functions, or differ^t effects. The Patent 
further alleges that in the instant case, two different groups drawn to a computer readable 
medium having sto«sd thereon either a nucleotide sequence or an amino acid sequence each 
comprise different sequence information. See, page 2, line 1 7, to page 3, line 7, of the Office 
Action, 

Applicants submit that the Patent Office has expressed a desire to aid the 
biotechnology industry in protecting its inteUectual property without creating an undue burden 
on the Office. To accompUsh this goal, the Commissioner has decided, sua sponte, to partially 
waive the requirements of 37 C.F.R. §1.141./ seg. and pennit a reasonable nmnber of nucleotide 
sequences to be claimed in a single apphcation. For example, it has been determined that 

normally ten sequences constitute a reasonable number for examination purposes. See MPEP 
804.03. 

Taking into consideration the poUcy set forth by the Patent Office, Applicants 
respectfully submit that a search related to a computer readable medium having either the 
disclosed nucleotide sequence or the disclosed amino acid sequence would not place an undue 
burden on the Office. A search would involve only two sequences, albeit, one nucleotide and 
one amino acid, as opposed to the 10 sequences that have been found to be reasonable. 

Moreover, it is noted that the inventions are drawn to a computer readable 
me^ having stored thereon the disclosed nucleotide or amino acid sequence and not to the 
sequences;,^ se. A computer readable medium can have both sequences stored thereon; 
therefore. Groups I and n are capable of use together. The computer readable mediu„,s of 
Groups I or n can also have similar modes of operation, similar functions, or similar effects. For 
example, the computer readable medimns of Groups I and H can both be used to look for 
polymorphisms, as well as other processes such as data storage as acknowledged by the Patent 
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Office oi, page 3, lines 14-18. of the Office Action. Accordingly, Applicants respectfuUy request 
that the inventions of Groups I and n be examined together. 

With respect to the inventions of Groups IE and IV, the Patent Office alleges that 
the methods are independent as they comprise different steps, utiUze different products, and 
produce different results, page 3 lines 8-9. of the Office Action. Applicants respectfully submit 
that the claimed methods for Groups lU and IV comprise similar steps and produce similar 
results, with the difference being that in the first group the sequence is the disclosed nucleic acid 
and the second group the sequence is the disclosed amino acid. In keeping with the policy set 
forth by the Patent Office as discussed above. Applicants respectlully submit that searching the 
methods utilizing two sequences would not be an undue burden and would further the objectives 
of the Patent Office. AppUcants request that the inventions of Groups in and IV be examined 
together. 



are 



With respect to the inventions of Groups I and n and Groups m and IV, they 
related as products and processes of use. The Patent Office states, on page 3, lines 10-18. of the 
Office Action, that the invention can be shown to be distinct if either or both of the following can 
be shown: (1) the process for usmg the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially different 
process of using that product. 

The Patent Office alleges that the processes of Groups III and IV can each be 
practiced in ones mind without the use of the computer readable mediums of Groups I and H, 
page 3, lines 16-18. of the Office Action, Applicants respectfully disagree. Apphcants submit 
that claims 6-8 of Groups IH and IV require that the claimed method include reading the first 
sequence and the reference sequence through the use of a computer program that compares 
sequences. One of ordinary skill in the art would understand that comparison of the disclosed 
sequences through the use of a computer program necessitates that the sequences be on a 
computer readable medium at some point in the comparison. Accordingly, the inventions of 
Group m and IV require the use of I2ie inventions of Groups I and H. Therefore, AppUcants 
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rcsp^tmy request ttat the mvcotions of G„.„ps 1 a.d n be with the inventions of 

Groups in and IV. 

Should the Patent Office not agree with Applicant.' arguments. Applicants 
respectfully request that, after the elected product claims have been found to be allowable, all 
withdrawn process (methods) claims which depend flom or otherwise incl ude all of the 
lunitations o f the allowed product claims (Ciioups HI and IV) be rejoined. MPEP §821.04; pg 
800-63, 8th Edition, August 2001; In re OchiaU 37 USPQ2d 1 127 (Fed. Cir. 1 995); In re 
Brauwer, 37 USPQ2d 1663 (Fed. Cir. 1995); 1184 OG 86, 3/26/96. 

Applicants believe that no fee is required for submission of this Response. 
However, if a fee is required, the Commissioner is anthorized to deduct such fee from the 
undersigned's Deposit Account No. 06-1050. Please credit any overpayment to the above-noted 
Deposit Account. 

If the Examiner believes a telephone conference would expedite prosecution of this 
appUcation. please telephone the undersigned at 858 678 5070. 

Respectfiilly submitted. 
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